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COMPANY, INC. 


Introductory Statement. 

Since several of the points separately urged by \\ hile- 
nian and IV. B. (). are supported hv ItCAM and since 
other contentions urged by these defendants are similar 
and thus may be treated jointly, analysis ol the main 
Whiteman and W. B. (). briefs can best he presented in 
this combined answering memorandum. 

There is no necessity to discuss further the common 
law right of intellectual property arising from RCA.M's 
independent contributions to the phonograph record. 
Both RCAM and Whiteman have presented the legal 
background in explanation of this property right 
(RCAM Brief, pp. 10-la; Whiteman Brief, pp. 12-4) and 
RCAM has urged that the scope of the decree of tin* 



District Court should ho broadened to include a recog¬ 
nition oi‘ the right in RCAM. W. B. (). doilies the exist¬ 
ence of this right in the artist (\V. It. (). Brief, pp. 
30-36), and, together with Whiteman (Whiteman Brief, 
]i. 38), will contest its existence in the recorder. 

Similarly, the issue of Whiteman's right to affirmative 
relief against W. B. (). has been treated by W. B. O. 
(W. It. O. Brief, pp. 47-48) with logic and authority 
similar to that advanced by RCAM (RCAM Brief, pp. 
13-17). Hence, there is no need for further elaboration. 

RCAM, as Appellee, will devote this answering brief 
to a defense of the District Court’s Judgment and will 
urge that it be affirmed by this Court for the following 
reasons: 

I. Whiteman assigned ail of bis rights to RCAM, 
except that under the 11124 agreement he reserved 
his rights pertaining to radio broadcasts of bis 
records (infra, pp. 3-16). 

II. There was no publication of the phonograph 
records involved in this action (infra, pp. 17-22). 

III. The legends on RCAM’s recoi I labels con¬ 
stituted a valid and legal servitude (iuftn. pp. 22-26). 

IV. W. B. (). has competed unfairly with RCAM 
but not with Whiteman, except insofar as the 1 !»D4 
agreement is involved (infra, pp. 27-.'!.')). 

V. W. B. (). deliberately induced RCA M’s original 
purchaser and wholesale distributor to violate the 
terms of its agreement to sell records only for non¬ 
commercial use in homes (infra, pp. 33-36). 

VI. The judgment of the District Court properly 
embraced all proved actions of W. B. (). in violation 
of RCAM’s rights (infra, pp. 37-36). 
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POINT I. 

Whiteman’s artistic contribution and all rights aris¬ 
ing therefrom belong to his employer, RCAM, (a) 
by virtue of his employment, (b) by virtue of the 1924 
and 1931 agreements; the 1934 agreement merely 
effected a retention of his rights insofar as radio 
broadcasts are concerned and nothing more. 

Whiteman assigned all of his rights in phonograph 
records of his performances made pursuant to the 15)2-4- 
and agreements with lit'AM (Kxs. 4. a; 1012-1022, 
1024-102(1). Cursory reading of these documents and 
the relevant testimony will demonstrate that in the 
broadest terms Whiteman, for adequate consideration, 
granted to RCAM every conceivable right which he may 
have had in the records embodying his performances. 
Kven the efforts of his three eminent Philadelphia coun¬ 
sel in a twenty-nine page argument cannot alter the 
clear purport of these documents (Whiteman Uriel, pp. 
2-31). 

Before proceeding, however, to an analysis of the 
agreements themselves, it seems appropriate to observe 
briefly that even in the absence of the contracts, White- 
man, by implication of law, parted with, and RCAM, by 
paying him a bargained-for consideration, acquired all 
of his rights. 

(A) Wiutkmax's Rimers Passkd to RCAM uv ViirrrK of 
His Kmim.ov.mknt. 

When one engages another to produce artistic or in¬ 
tellectual work with the intention that the product shall 
be sold by the one for whom it is made for his exclusive 
profit and use, the entire property interest in the product 
passes to him. Only an express reservation of rights 
will alter the effect of this rule |Solomons v. United 
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Sidles. i:J7 r. S. 342 (1890); Clill v. I' n ’/ e/I Sidles, 1(50 
V. S. 426 (180.')); Didst ein v. Donaldson Id liofirai>hiiifi 
Company, 188 V. S. 239 (1002); Standard Paris Co. v. 
Perk, 264 U. S. 52 (1023); United Slates Ozone Co. v. 
United Slates Ozone Co. of America, 62 F. (2d) 881 
((’. C. A. 7, 1032); Colliery Engineer Co. v. United 
Correspondence Schools Co., 04 l'Yd. 1 -j2 (S. I). X. 7. 
18(10); Lnnii'-re v. Pal he Exchange, lue.. 27.) Foil. 428 
(('. C. A. 2, 1021); Lmniere v. llobertson-Cole Distribut¬ 
ing f'orp., 280 Foil. 550 (('. ('. A. 2. 1022). cert. den. 250 
1'. S. 583; United States v. Ilmighton, 20 F. (2tl) 434 
(I). Mil. 1027); St. Louis <(• O'Fallon Coal Co. v. Din¬ 
widdle. 53 F. (2d) 655 (I). Mil. 1031)]. And tlio rule 
has boon expressly embodied into the 4"<>|»yritrlil Law of 
(lie I’nited States (17 l . S. <'. •§62). 

This principle was early applied to works of artistic 
nature in Dielman v. While, 10- Fed. 802 (1). Mass. 1000). 
There a mosaic artist, engaged to compose panels in 
the Library of Congress and permitted to inscribe thereon 
the legend “Copyright, 1806, by Frederick Dielman”, was 
held to have no right to restrain the taking and market¬ 
ing of photographs of his work. The Court stated: 

“If a patron gives a commission to tin artist, there 
appears to me a very strong impliea mi that the 
work of art commissioned is to belong nreservcdlv 
and without limitation to the patron. * * that the 

patron has it right to make and permit, to any extent, 
reproductions of the work of art sold to him, appears 
to me plain, unless the contrary is plainly set out in 
the contract” (p. 804). 

This Court has recently approved that doctrine in 
Yard ley v. Houghton Mifflin Co., Inc., 108 F. (2d) 28 
(('. C. A. 2, 1939). There the successors of an artist 
who had contracted without reservation to paint a mural 
for the City of New York were denied any right in the 
copyright and their suit to prevent reproduction of the 



mural by tho defendant was dismissed. Tlu* District 
Court had declared: 

“When a man, hereinafter referred to as a patron, 
contracts with an artist to paint a picture for him, of 
whatever nature it may be, the contract is essentially 
a service contract, and when the picture has been 
painted and delivered to the patron and paid for by 
him, the artist has no right whatever left in it.” [25 
1<\ Supp. 361, 364 (K. D. X. Y. 15138, Woolsev, D. ,/.) | 

This Court, approving the District Judge’s conclusions 
and reiving upon the Diclinau case and on analogy ot 
the photograph cases ( Lmniere v. Pal hr Exchange, supra: 
I jinn ir re v. Hobertsun-Cole Hist ributiurf ('orp., supra), 
stated: 

“We believe, therefore, that the general rule is ap¬ 
plicable and that the right to copyright should be 
held to have passed with the painting, unless the 
pluintitf can prove that the parties intended it to be 
reserved to the artist” (p. 31). 

I'proar Co. v. National Broadcast in p Co., 81 F. (2d) 
373 (C C. A. 1, 15*36), rrrt. dm. 25*8 V. S. 670, cited by 
Whiteman (Whiteman Brief, pp. 10-11), is neither contra¬ 
dictory to these authorities nor relevant to the instant 
case. There a radio comedian employed to prepare 
scripts and perform weekly programs advertising the 
product of his sponsor was held to retain the literary 
property in his scripts. The decision is based, however, 
on the clear purpose and intent of the parties (a) that 
the scripts were to be used solely to advertise the 
sponsor’s product during radio broacasts, and (b) that 
the scripts were not intended to be used by or have any 
value to the sponsor after the broadcasts. Phonograph 
records, on the other hand, (a) are produced to be used 
as the recorder’s product, and (b) have no use to the 
recorder until after the performance which they embody 
takes place. 
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Tin* evidence in this ease demons!rales that the 1924 
and 19:U agreements pursuant to which Whiteman was 
engaged by RC’AM contained no reservations of any of 
Whiteman’s rights. The 19.14 agreement, although re¬ 
serving Whiteman's rights in radio broacasts of records 
made thereunder, did not grant to Whiteman any of 
lit'A M’s rights. Hence, as to the first two contracts, he 
retained nothing: as to the last agreement he retained an 
incomplete power which rendered him powerless to exer¬ 
cise anything but a veto over RCAM's permitting radio 
broadcasts of records embodying his performances. These 
points will now be discussed. 

(15) TlIK AflRF.EMF.XT OF Al'RIl. .'ll), 1924. 

On its face and especially in paragraph 3 thereof the 
1924 agreement (Ex. 4; 1012-1022' obviously contemplates 
and provides that any and all rights in Whiteman’s re¬ 
corded performances shall be vested in ROAM. It is 
difficult to imagine more broad or all-embracing language. 

But even assuming that interpretation of its clear terms 
be required, the explanation was promptly and unhesitat¬ 
ingly forthcoming from the lips of tie defen taut's wit¬ 
ness, Erdmau. When he was asked by the Cost: 

“Q. Did those words ‘mechanical, electrical or other 
means for disseminating or transmitting the same’ 
have a special meaning in the trade?" (878-879), 

he correctly responded: 

“A. By recording on wax, either mechanically or 
electrically. By the transmission cither by radio or 
wired programs. The meaning was that we would 
hare full control over the artists with respect to his 
broadcasting and his recording ” (879). (Italics ours.) 

Thus exploded Whiteman’s attempt to delimit the wide 
purport of this language and to have it mean only that 



Whiteman conveyed rights to record by electrical moans 
ns distinguished from the older acoustical method ot re¬ 
cording (Whiteman Brief, pp. —4-2(>). That this could 
hardly he so is further evidenced by the fact that electrical 
recording tirst made its appearance almost a year after 
the date of this contract (47)2, 8:50, 962-96:?). 

The efforts of the defendant Whiteman to attribute 
some vague and almost occult significance and meaning to 
the word “lirriisr seem almost ludicrous when road in 
their context. Whiteman, after objection sustained, and 
as a tender of proof (674-087), and the defendant’s wit¬ 
nesses King (801-802) and Kidman (858-866), attempted 
to convey tin 1 impression that the word “license” through¬ 
out the years was a topic of discussion between artist, 
and recorder and that at all times it was caret ally ex¬ 
plained that the right 1o “license” meant only the right 
of lit’AM to ship and lease matrices to foreign associates 
or subsidiaries. This testimony would have the Court 
believe that the only contemplated licensee was a foreign 
producer and that this was common knowledge in the 
trade. The defendant Whiteman testified that he under¬ 
stood and knew this to be the fact although this alleged 
attention to detail would seem to be belied by the general 
tenor of his testimony (ti8l). 

Indeed, cursory examination of this contract reveals 
the utter improbability of these witnesses’ assumptions. 
The word “license” first occurs in paragraph “•?” of the 
1P24 agreement in no possible relationship to the word 
“matrix”. KCAM is granted the right to 

“* * * lirriisr nr sell * * *, in all parts of the world, 
mortis of the performances of the Orchestra * * *” 

(101ft). (Italics ours.) 

The word “license” occurs once again toward the end of 
paragraph where tin* artist grants to H( AM the 

right to use his photograph in connection 

“• * * with the advertisement and with the liernse 
or salt■ of siirh mortis .(1017). (Italics ours.) 


s 


Xo place in the agreement is the word “license” coupled 
with the word “matrix", (leave douhl can therefore he 
east upon the interpretation offered by Whiteman’s wit¬ 
nesses. It would more logically and correctly be con¬ 
cluded that the dictionary meaning of the word was in¬ 
tended by the parties, especially in view of the testimony 
of the witness Kgner, whose experience in the industry 
embraced a period of sixteen years (t>!Mi-f){)7), that tin- 
word “license" had and has “no peculiar significance and 
“* * * was our law department’s way of saying they 
were conveying a right” (!•!••’>). 

But even attributing to the word “license" the highly 
strained and illogical meaning which Whiteman advances, 
the remainder of paragraph “”>" of the 1!>'J4 agreement 
certainly conveys all-inclusive rights. Hi'A XI certainly 
could acquire no more from Whiteman than 

“* • • all rights and equities of himself and of the 
Orchestra and of each of its inenili is in and to the 
matrices and records upon which arc at nr time re¬ 
produced the performances herein referred > " (1017). 

Indeed, this Court has had occasion to consider the 
effect of language practically identical to the 1!*24 agree¬ 
ment. In Iti(/ram v. Howara, ~u F. (lid) (>•> (C. C. A. '2, 
HK’.-J), aff’g. 47 F. (2d) 5)27i (S. I). X. V. 1‘KH), as the 
record on appeal reveals, this Court dealt with wo con¬ 
tracts between Victor Talking Machine Company, UCAM’s 
predecessor, and Knrico Caruso. One contract staled in 
]>art in paragraph •”>: 

“The Artist hereby grants to the Vidor Company 
the right, at any and all times during the period of 
this agreement and thereafter, to manufacture, ad¬ 
vertise and license or sell, and any or all these rights 
and powers, in all parts of the world, records of his 
voice in selections of which approved master records 
have been heretofore made or shall hereafter be made 
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• * * and likewise (/rants all rights in and to the 
matrices and records upon which have been or shall 
be reproduced the performances herein referred to.” 
(Italics ours.) 

Tlio other contract contained no such granting clause. 

Caruso’s administratrix sought to recover taxes which 
had been levied on royalties received by her intestate from 
the sale of phonograph records outside of the United 
States. The plaintiff contended that her intestate had a 
proprietary interest in his records; that, consequently, in¬ 
come derived by him from foreign sales of such records 
emanated from property having a foreign situs; and 
hence, that such income arose from a source outside of 
the United States and was not taxable. This Court held, 
however, in an opinion by Learned Hand, J., that the 
agreements were for personal services only and that 
Caruso had no proprietary interest of any kind in the 
records. Furthermore, the Court declared that if any 
statutory copyright existed, the record manufacturer 
owned it, since any implied reservation thereof would 
conflict with the plainly expressed intent of the contract 
that the recorder should have the fullest enjoyment of 
its products. 

Another determination of the legal effect of such or 
similar language on the rights of the parties involved in 
this litigation was made in Noble v. One Sixty Common¬ 
wealth Avenue, Inc., lit F. Supp. <>71 (1). Mass. 1037). 
There a recording artist, employed by RCAM by agree¬ 
ment similar to but not even as definite as the 1924 
Whiteman contract, sought to enjoin the playing of records 
embodying his renditions by the defendant restaurant 
for the benefit of its patrons. The pleadings set forth 
the agreement between Noble and RCAM, a portion of 
which read : 

“You (Noble) grant to the Company, its associates 
or subsidiaries, the right to sell, lease or otherwise 
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dispose of, or to refrain therefrom, throughout the 
world, records embodying the performances to be 
recorded hereunder upon such terms as tho Com- 
jmny may approve. 1 on * * * likewise grant the 
Company all rights in and to the matrices and records 
upon icliieli are reprodin ed the performances to be 
made hereunder.'' (Parentheses and italics ours.) 

The Court granted defendant's motion to dismiss, stating: 

“Looking to the contract between the plaintiff and 
the RCA Manufacturing Company, it is clear that 
there is no reservation contained in that contract of 
any rights by the plaintiff, lie gave to the RCA 
Manufacturing Company ‘the right to sell, lease or 
otherwise dispose of’ his recordings • • • 

Considering the contract between Noble and RCA 
Manufacturing Company, it is apparent that Noble 
for a consideration granted to the company the abso¬ 
lute right to ‘sell, lease or otherwise dispose of’ his 
records throughout the world. This is a broad and 
all-inclusive grant. Had the recording company seen 
fit to limit the use of its records to home ns. . it might 
liare acquired rights which it could protect ■ •• against 
this defendant * * *" (p. 672). (Italics ours.) 

On the basis of its clear language, the evidence, and 
judicial expression of the rights and liabilities created 
thereby, it is indisputable that under the 1!>24 agreement 
Whiteman retains no rights. Whatever he had he sold 
to RCAM to be asserted or not, as it desires. 


(0) Tiik Aoiikemknt of Keptf.m amt 8, 1931. 

Nor was any reservation made by Whiteman in the 
1931 agreement (Ex. 5; 1024-1026) of the rights he now 
asserts. Consequently, all rights passed to RCAM (l)iel- 
man v. White, 102 Fed. 892; Sable v. One Sixty Common¬ 
wealth Avenue, Inc., 19 F. Supp. 671: Yardley v. Houghton 
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Mifflin Co. Inc., 108 F. (2d) 28). This Court, construing 
a similar contract, also silent on the vesting of these 
rights, has said: 

“If it was intended to give * * * an interest in them, 
some such reservation was to he expected, and there 
was none * * *” (Ingram v. Bowers, 57 F. (2d) 65, 66). 

Therefore, without more, the 1031 agreement on its face 
shows that Whiteman surrendered all rights he might 
otherwise have had in records made pursuant to this 
contract. 

Hut Whiteman was permitted to go to all lengths in an 
attempt to prove an oral arrangement outside the contract. 
The witness Erdinan was rushed into the breach with 
alleged evidence that he had negotiated this agreement 
in behalf of RCAM and that Whiteman orally had re¬ 
served his rights. The alleged negotiations had taken 
place in Chicago (814-824). However, when on cross 
examination Erdman’s memory was refreshed by the pre¬ 
sentation to him of RCAM’s expense accounts and other 
records, he readily admitted that he had no recollection 
of being in Chicago later than three months before the 
date of the agreement, September 8, 1931 (890-891); and, 
the other evidence revealed that Erdman had not been 
in Chicago for many months before the date of the agree¬ 
ment (968-969). 

Mr. C. Lloyd Egner, manager of RCAM’s record de¬ 
partment and Erdman’s immediate superior in 1931 (986), 
stated that Erdman had never been authorized to negoti¬ 
ate the 1931 contract, nor did he negotiate it (993), but 
that he, Egner, luul personally negotiated and settled the 
terms of the 1931 agreement with Whiteman. From his 
expense slips, Egner was able to state the date and place 
of his conference with Whiteman. They had discussed 
and reached an agreement (987-992). Egner then re¬ 
turned to RCAM’s home office and reported the substance 
of the agreement to the law department, which prepared 
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the document (Ex. 1024-102(5; 992). The agreement 
hud no definite term (991-992) and remained in effect until 
the ^934 agreement displaced it (Ex. 6; 1027-1036; 970). 
On! • after the document was executed did Erdinnn go to 
Oh.eago, and t'"*n solely for the purpose of supervising 
■\\ hitemaii'' recoi ing sessions (994). It any turther 
doubt as i » the terms o the 1931 agreement existed, 
Wlmeman himself, who remembered discussing the con¬ 
tract with Egner (774), declared that everything, except 
financial arrangements, was to he governed hv the same 
terms and conditions as had been embodied in the previous 
1924 agreement (726-728). From all this evidence, the 
District Judge properly found that: 

“The agreement arrived at by RCA Victor Com¬ 
pany, Inc. and defendant Whiteman on September S, 
1931, was that Whiteman would nu.Ke records for 
the company on the general conditions ,-xpressed in 
the agreement of April 30, 1924, with tin* exception 
that the financial terms were to he as expressed in 
the letter of September 8, 1931 and the further excep¬ 
tion that the agreement was not for any stated period’ 
(Finding 21: 1243). 

Since there was no express reservation, all of 1\ bite- 
man’s rights in records produced under the 1931 agree¬ 
ment passed to RCAM to be asserted or not, as it desires. 

(D) Tub Aoueemext of Septemhei: •>, 1934. 

In the 1934 agreement (Ex. 6: 1027-1036), Whiteman 
. for the first time in his course of dealing with RCAM 
reserved a right to himself. Paragraph 2 states: 

“It is understood that the i ompany does not ac¬ 
quire the right to manufacture or sell, or otherwise 
dispose of, records for broadcasting” (1029). 

But this reservation was of a limited right: ' applied 
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only to radio broadcasting and was a reservation only 
of Whiteman’s own right. Xo place in the agreement is 
there to be found an assignment by RCAM to Whiteman 
of its rights in records and their radio broadcast. There¬ 
fore, the District Court correctly concluded that the 1934 
agreement 

“• • * did not divest RCA Victor Company, Inc. of 
its right to restrict the use of the records to talking 
machines, nor did it give to defendant V hiteman 
alone the right or power to license the use of the 
records for broadcasting purposes” (Conclusion 11; 
1302). 

(E) BACKonorxn and Phactioai. Ooxstructiox of the 

CoXTtlACTS. 

We deliberately borrow this sub-heading from V hite- 
man’s brief in order to focus attention on the barren at¬ 
tempt of Whiteman’s counsel to show that radio broad¬ 
cast was not in the contemplation of the parties at the 
time they executed the 1924 and 1931 agreements (V l»it<*- 
liinn Brief, pp. 26-28). 

Phonograph records have been broadcast by radio sta¬ 
tions since the inception of radio as we know it and 
even before the first broadcaster was licensed in the 
United States (Archer, History of Radio to 1926, pp. 
98, 199, 200, 208 (1938); United States Department of 
Commerce Reports: Third National Radio Conference). 
This court will properly take judicial notice of the fact 
that on September 13, 1921, the first radio broadcasting 
station was licensed by the Federal authorities and that 
by 1922, three hundred and eightv-two stations were in 
operation. (See Certificate, Federal Communications Com¬ 
mission, January 3, 1939, annexed hereto as Exhibit A.) 
Moreover, the testimony in this case reveals that broad¬ 
casting came into commercial use at the outset of the 
192()’s (133; 433; 806 ; 964; 999-1000), and that certainly 
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by 1922 phonograph worths were comnionly broadcast 
(5165; 1000-1001). 

Thus, long before the parties negotiated the 11)24 agree¬ 
ment (Ex. 4- 1012-1022), broadcasting had become a flour¬ 
ishing industry, with hundreds of stations on the air, 
man” of which were using phonograph records as part 
of ieir programs. I’sing this situation as a backdrop 
foi ilie sre"'’ exi ing at the time tile parties entered 
into tie lit 24 agreement, and considering the express 
language of that agreement, it is evident that the parties 
not only knew of the use of records for radio broadcast 
purpose., but intended that all of Whiteman’s rights in 
connection therewith should pass to RCAM. 

Moreover, these rights were asserted by RCAM. As 
will be shown in Point 11 of this brief (infra, pp. 18-19), 
as early as 1930 RCAM affirmatively licensed the use 
of its records by certain broadcasters (Exs. 38-41B; 
1102-1142). in 1932 (131-132), a general letter was sent 
to all inquirers regarding the first restricted use notice 
appearing on RPAM’s record labels (1261-1202) which 
advised of the rights asserted by various groups and 
stated that “there are certain apparent rights of the 
record manufacturer, itself, which are encroached upon 
by the use of these records for broadcasting purposes” 
(Ex. 12; 1054-1056). In the same year, affirmative per¬ 
mission to use RCAM records was extended to Station 
WTIC (Ex. 8; 1041-1044). In 19.34, it licensed the use 
of records in motion pictures (Ex. 11; 1052). In 1937 
the second restricted use notice was adopted (1262-1265). 
Shortly thereafter a new letter was sent to all broad¬ 
casters, including W. B. O., advising them in detail of 
RCAM’s rights (Ex. 32; 1076-1081). In 1937, RCAM 
also affirmatively licensed automatic phonograph opera¬ 
tors (Ex. 10; 1044-1052). In the same year, it per¬ 
mitted Station IvYW and some sixteen other stations to 
use its records in connection will its advertisements 
(Ex. 7; 1037-1040; 170-171). Thus. RCAM continually 
and affirmatively dealt with its rights and did not, as a 



result of Waring v. WDAS Broadcasting Station, 327 
Pa. 433 (15)37), suddenly awake to assert a right thereto 
fore ignored. 


It is therefore apparent that 

“All the common law property rights of the de¬ 
fendant * * * passed to complainant * * * by virtue 
of his contracts * * *, except as to renditions and 
interpretations embodied in phonograph records pro¬ 
duced * * * under the agreement of September 5, 
15)34, as to which records defendant Whiteman did 
not grant * * * his right to permit the nse thereof 
for radio broadcast purposes” (Conclusion 10; 1300- 
1301). 

(F) Whiteman Cannot Comim.ain of A\. B. O.’s Broad¬ 
casts of His Records Made Under the 15)24 and 15)31 
Agreements. 

(i) Since Whiteman thus parted with all of his rights 
and equities in records made under the 15)24 and 15)31 
agreements with RCAM, he cannot now complain that 
anyone is infringing upon those rights. Whiteman re¬ 
ceived what he then thought was adequate consideration 
for his services in making records. By entering into 
exclusive agreements with RCAM lie foreclosed himself 
during the term thereof, from recording for any other 
company, llis compensation covered this contingency and 
whatever damage might result to him therefrom. By 
the same token, he knew that his phonograph records 
might he played over the air. Hence, it is to be assumed 
that his hargained-for compensation also was a hedge 
against any damage which might result to him by reason 
of radio broadcasts of his records. Thus, with open 
eyes, he gave to RCAM 

“* * * the right to produce and reproduce the re¬ 
corded performances * * * bv any and all mechanical, 
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electrical or other means for disseminating: or trans¬ 
mitting; the same” (Kx. 4; 1010). 

He cannot now assert ownership in what he sold to 
RCAM. 

( i) He fart If" 'Mvested himself of the 

“* * • right io make nse of his name and of the 
mime of his Orchestra and tlie names and photo¬ 
graphs of the members of his Orchestra in connec¬ 
tion with the manufacture, with the adver'iseinent 
and with the license or sale of such records and in 
am* and every way in connection with sound reproduc¬ 
tion and transmission.(Ex. 4; 1010-1017). 

Moreover, Whiteman is a public figr. of great fame. 
His name and photograph are widely known. He seeks 
publicity. Can he, therefore, invoke a “right of privacy”? 
(Whiteman Brief, p. B8) . The authorities Iook with sus¬ 
picion upon the sudden desire of a public figure for the 
repression of his name [Sidney v. A. S. Heck Shoe C >rp.. 
153 Misc. 160 (X. Y. 1934)1. 

Consequently, insofar as the 1924 and 1931 agreements 
are concerned, Whiteman for adequate consideration as¬ 
signed to and constituted HCAM the depositary of all 
his rights. If these rights were thereafter violated, RCAM 
was damaged, not Whiteman. For, under the 1924 and 
1931 agreements, RCAM had already given to Whiteman 
what he considered adequate compensation for any harm 
that might thereafter come to him from the use of these 
records. Under the 1934 agreement, he did not so bar¬ 
gain away his rights. Hence, he can now assert them hut 
only insofar as damage results to him from radio broad¬ 
cast of his records. 
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POINT II. 

There was no publication of the phonograph records 
involved in this action. 

\Y. B. O. urges that the sale of records constituted pub¬ 
lication or dedication thereof with resulting loss of any 
common law property rights which might exist therein 
(\V. B. 0. Brief, pp. ). But the lower court expressly 
concluded, in view of the evidence and BOA M’s conduct 
throughout the years, that: 

“The sale of phonograph records produced and 
manufactured by complainant and its predecessor 
companies with notices appearing on the labels re¬ 
stricting the use thereof as set forth in the Findings 
of Fact herein does not constitute a dedication, publi¬ 
cation or abandonment of complainant's said right 
therein or of the common law property right ot the 
recording artist whose interpretations and rendition? 
are recorded thereon, * * *’’ (Conclusion 3; 1296-1297). 

This conclusion was correct as the following discussion 
will demonstrate. 

It is generally stated that common law copyright sur¬ 
vives only until there has been ai dedication or abandon¬ 
ment to the public. Dedication or abandonment is said to 
arise from publication. But such a general statement of 
the rule obscures the intrinsic question presented in each 
case, namely, what constitutes the dedication or abandon¬ 
ment ? The following discussion will demonstrate that 
no publication occurred in the instant case. 

Certainly the performance of RCAM’s records in homes 
or otherwise does not constitute a publication. Perform¬ 
ance or exhibition, either public or private, does not 
constitute abandonment of an author’s common law prop¬ 
erty right. [Ferns v. Fi'oliwitii, 223 l. S. 424, 43.) (1911); 
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Pain, r v. DrWitt. 47 X. Y. 532, 543 (1872); Uproar Co. v. 
Xatiooal IIro'"’cast . 7 Co., 81 F. (2d) 373 (C. C. A. 1, 
1036); ll'i /•<■/. mcist, /• v. .1 m nY«i/ Lithographic Co., 134 
Fed. 221 (C. ('. A. 2, 1904). | Defendant, therefore, can 
point to no feature of the performance of RCA M's 
records as a basis for a claim of publication, dedication 
or abaiidomiieiil. 

Xor does the marketing of these rc.-ords In RCAM or 
its predecessors result in a loss of the common law right. 
For, it is axiomatic that the literar. property right 
cannot he lost unless there accompanies the alleged dedica¬ 
tion, an intent or indication on the part of the proprietor 
to abandon his work to the public. RCA.M's conduct 
clearly negatives any such intention, as the following 
facts demonstrate: 

(1) As far back as 1909 RCAM’s predecessor brought 
suit in the I'niied States District Court for the Eastern 
District of Xew York (Fonotipia Limited v. Bradley, 171 
Fed. 9.11), to enjo : n purchasers from “dubbing” of its 
records on to new records (14(1). 

(2) In the beginning of 1930 RCAM was asserting and 
dealing with its right to license the use of its records for 
radio broadcast purposes (Exs. 38-41B; 1102-1142). 

(3) Between November 1932 and August 1937, RCAM 
printed upon its record labels the legend “Not Licensed 
for Radio Broadcast” (1261-1262); in November 1932, in 
response to inquiries concerning this legend, it sent out 
a form letter (Ex. 12; 1054-1056) stating, among other 
things, that there are certain apparent rights of the record 
manufacturer itself which are infringed by the use of its 
records for broadcasting purposes (131-132). 

(4) In 1934 RCAM licensed certain of its records for 
use in connection with motion pictures (Ex. 11; 1052). 

(5) In 1937 RC’AM licensed the use of it?, recoils on 
coin-operated phonographs (Ex. 10; 1044-1050; 1S(,> 
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(6) On or about August 15, 1037, RCAM revised the 
notice appearing on its phonograph record labels and 
envelopes (193) so as to restrict the use of its records to 
“non-commercial use on phonographs in homes” (198-200). 

(7) At the same time it entered into agreements with 
the original purchasers of its records to the effect that 
tin* records would not be resold or furnished to others 
except for this purpose (Ex. 34; 1084-1083) and by appro¬ 
priate language printed on the phonograph record labels 
and envelopes, advised all purchasers of records that the 
“manufacturer and original purchaser have agreed this 
record shall not he resold or used for any other purpose 
(198). 

(8) Beginning in October, 193i, ROAM issued some 
1(5 limited licenses to certain radio broadcasting stations 
permitting them to use certain of its phonograph records 
for radio broadcast purposes on programs approved by it 
(Exs. 7, 8, 37; 1037-1043; 1096-1100; 168-171). 

(9) On January 4, 1938, ROAM sent to defendant 
IV. B. O. a registered letter (Ex. 32; 1076-1081; 387-388; 
394 ) demanding that said station refrain from the use ol 
its phonograph records for radio broadcast purposes. 
\Y. B. O. thereafter expressly requested, but did not 
obtain, permission to use ROAM’s records (Ex. 33; 1082- 
1083 ; 400 ; 403). 

This course of conduct in connection with the marketing 
of ROAM's records militates against any inference ot 
dedication or abandonment. The intent and purpose inher¬ 
ent in the activities of RCAM and the distinct and pub¬ 
licized restrictions surrounding its release of records 
amply support the conclusion that the publication of its 
records is limited and only an approved method of partial 
dedication (Wrrcknicistrr v. American Lithographic Co., 
supra). 

In 1 nlrrnational News Service v. Associated Press, 248 
U. S. 213 (1918), the Supreme Court recognized the effect 
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of such partial dedication. There the defendant was 
restra' ,ed from the systematic pirating of l ews articles 
from early oditiom. f the papers of Associated Press 
members since the nc ,vs embodied therein had not yet lost 
its commercial value to the public. The Supreme t ourt, 
speaking through Mr. Justice Pitney, negated defendant’s 
contention that general release and publication o‘‘ the 
news by plaintiff and its members resulted in abandonment 
and public dedication, stating: 

“Abandonment is a question of intent, and the 
rh'irc organization of I hr Associated Fress nrgalircs 
sii ih a jinrposi” (p. 240). (Italics ours.) 

Clearly the entire organization of RCAM negatives any 
: ntent to abandon by the marketing of its records its 
entire right to control and restrict the commercial use 
thereof by radio. Broadcasters, who disseminate the con¬ 
tents thereof to Ht’AM’s potential customers, at great 
profit to themselves, are not intended to be the recipients 
of RCA M’s rights. RCAM’s conduct negatives the infer¬ 
ence of any intent to abandon and affirmatively estab¬ 
lishes the retention of these rights by limited publication. 

Fonotipia Limited v. liradlcy, 171 Fed. 951 (K. B. X. 'i. 
1909), contains implicit recognition of the retention of 
RCAM’s common law copyright despite the sale of its 
records to the public. The court in that case could not 
have restrained the defendant’s manufacture of records 
made from “dubbed” matrices unless it recognized the 
existence of plaintiff’s rights. It could not have recog¬ 
nized these rights if it felt that they bad been dissipated 
by dedication through public sale of plaintiff’s records. 
We have, therefore, what is tantamount to a direct hold¬ 
ing that RCAM makes but a limited dedication of its 
rights. 

Furthermore, it has long been the contention of re¬ 
spected legal historians that publication do< s not affect 
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llio existence of common law rights in artistic property. 

I VI,niton v. refers. 33 U. S. 591 (1834), usually cited as 
authority for the general rule that common law rights of 
literary property succumb when the work is first pub¬ 
lished, does not so hold. That case merely dealt with 
the displacement of common law copyright by statutory 
copyright. If the work was copyrightable under the 
statute, publication killed the common law right. Other¬ 
wise, Wheatou v. refers is not concerned with the com¬ 
mon law copyright in its pristine form. Holmes v. 
llurst, 174 V. S. 82 (180!)), explains the basis of the 
Wheaton case as being Donaldson v. Bechet, 4 Burr. 2408, 
a simple holding that common law copyright yields to 
statutory copyright. It also declares that the Donaldson 
case and the earlier English case of Millar v. Taylor, 
4 Burr. 2303, however, are established and respected 
authority for the proposition that common law copyright, 
unfettered by statutory copyright, is perpetual and sur¬ 
vives publication (Drone, Law of Property in Intellectual 
Productions, pp. 8-53). It is submitted that judicial 
statements to the contrary, such as are to be found in 
Caliya v. Inter Ocean Newspaper Company, 215 U. S. 
182 (1909); Ladd v. Oxnard, 75 Fed. 703 (D. Mass. 
1890); Larrowe-Lo'isette v. O’Longhlin, 88 Fed. 896 (S. D. 
X. V. 1898); Wayner v. Conned, 125 Fed. 798 (S. D. 
X. V. 1903); Bamforth v. Douglass Dost Card <C Machine 
Co., 158 Fed. 355 (K. D. Pa. 1908); .Jewelers’ Mercantile 
Agency v. Jewelers’ Weekly Publishing Co., 155 N. Y. 
241 (1898) and similar cases cited by W. B. O. (W. B. O. 
Brief, pp. 37-39), are uniformly dicta delivered in cases 
where the courts were concerned with works copyright¬ 
able under the statute and hence were not required to 
pass on the effect of publication of a work beyond the 
scope of statutory copyright. 

Phonograph records have been placed beyond the pale 
of stntutorv copvright. |See Wit mark cC Sons v. Stand¬ 
ard Music Boll Co., 221 Fed. 376 (0. C. A. 3, 1915).! If, 


ns lias been demonstrated in ROAM’s main brief, tbe re¬ 
corder makes an artistic contribution to the recoid and 
is enti’ ed to common law copyright therein, that right 
surviv -s publicatie perpetual and is assertable against 
all the world. Amor the resulting benefits is the right 
to prohibit the public performance of its records by 
radio or other means. 


POINT III. 

The legend on the record labels and envelopes 
constituted a valid and legal servitude. 

In November, lf).T2, RCAM began to place or. its record 
labels the legend “Not Licensed for Radio Broadcast” 
(Finding 41: 12(52). At this time the 15)31 agreement 
with Whiteman was in effect (!>7(>) under which all of 
his rights passed to RCAM (Conclusion 10; 1301). This 
agreement contained no promise or undertaking by 
RCAM to place any such legend on its record labels. 
Notwithstanding this, however, Whiteman now asserts 
that the legend appearing on the record was intended to 
be for his benefit (Whiteman Brief, p. 32). 

Tn August, 15)37, the legend was expanded by RCAM 
to read: 

“Licensed by Mfr. 1 nder I . S. Rats. 1(52370.), 
1(537344, RK-16588 (& Other Pats. Pending) Only 
For Non-Commercial Use on Phonographs in Homes. 
Mfr. & Original Purchaser Have Agreed This Record 
Shall Not Be Resold or Used Fo- Any Other Pur¬ 
pose. See Detailed Notice on Envelope. RCA Manu¬ 
facturing Co., Inc., Camden, N. J.. U. S. A.” (Find¬ 
ings 43, 44; 12(52-12(55). 

Notwithstanding the fact that this new notice expressly 
stated that the record was licensed by the mamifaclarer, 
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Whiteman has no difficulty in concluding; that this notice 
also was for his benefit (Whiteman Brief, p. 34). While 
Whiteman claims the benefit of both these notices, neither 
of them, says he, could benefit RCAM (Whiteman Brief, 
pp. 38-39). W. B. 0. draws no such fine distinctions 
but simply claims that the legends on the record labels 
were entirely ineffective (W. B. 0. Brief, pp. 9-16). That 
Whiteman’s argument is untenable appears from the 
mere statement of it; that W. B. O.’s is unsound, will now 
be shown. W. B. (). admittedly had express notice of 
these restrictions (394-395; Finding 46; 1266-1267; Exs. 
32, 33; 1076-1083). 

Casebooks arc replete with approval of the propriety, 
legality and effectiveness of similar restrictions on per¬ 
sonal property. Covenants contained in contracts of 
sale of steamboats excluding certain territory from the 
sailing radius of the vessels were enforced [Oregon 
Steam Navigation Co. v. Winsor, 87 U. S. 64 (1874); 
Dunlop v. Gregory, 10 N. Y. 241 (1851)]. A restriction 
that asphalt sold to the defendant could not be used out¬ 
side of New York City without plaintiff’s permission was 
upheld [Stemmerman v. Kelly, 150 App. Div. 735 (1st 
Dept. 1912)]. Printing presses were held to be right¬ 
fully sold with a restriction on the use to which the 
vendor could put similar presses [New York Bank Note 
Co. v. The Hamilton Bank Note. Engraving & Printing 
Co., 180 X. Y. 280 (1905)]. 

Those restrictions not only bind immediate parties to 
the agreement but are valid and enforceable against 
subsequent holders or sub-vendees. The Neiv York Bank 
Note case, supra, recognized the validity of the restric¬ 
tion as against the covenantor’s subsequent vendee. In 
that case a purchaser, whose vendor had bought mach¬ 
ines from a manufacturer on condition that similar 
machines would not be sold to others for the purpose ot 
engaging in liis business, enjoined defendant who had 
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purchased the machinery with notice of the ‘° T ”' 

In P. Lorillard Co. v. Weingarden, 280 Fed. ‘-38 (\\. D. 
N. Y. 1922), plaintiff had sold cigarettes to defendant s 
vendor under an agreement that they would be publicly 
distributed onlv o«.. e the United States. Defendant 
who had knov.edge of the restriction, was restrained 
from seOing the articles within the United States. The 
“ticket scalper” cases, cited in connection with Point IV 
„f this in-morandum [infra, pp. 28-29), are eminent 
authority for this general principle [Bitterman v. Loins- 
r iU,, £ .V. /f. Co., 207 U. s. 205 (1907)1. General Talking 
Pictures Corp. v. Western Electric Co., 304 I . S. lro, 
587; 305 l T . S. 124 (1938), represents recent approval 
by the Supreme Court of a restrictive ovenant which 
limited the use of a patented vacuum tube tr, amateur, 
experimental and home use. The restriction was held 
,- a lid as against a sub-vendee who had notice of tne 
restricted license. 


In In re Watcrson, Berlin £ Snyder Co. v. Irving 
Trust Co., 48 F. (2d) 704 (C. C. A. 2, 1931), this Court 
approved restrictive covenants on the use of personal 
property in the hands of sub-vendees. There a trustee 
of a bankrupt music publishing firm was prohibited 
from selling free from petitioner’s royalty claims, the 
copyright to selections theretofore assigned to the bank¬ 
rupt. The restrictions of the original assignments were 
held to accompany the copyrights into the hands ot 
purchasers. The opinion of Augustus N. Hand, ./., 
pointing to English authority particularly relevant to 
the instant case, states: 


“Courts in the United States have enforced rights 
resembling an equitable servitude binding on a third 
party who has acquired personal property from one 
who is under a contract to use it for a particular pui- 
pose or in a particular way * * * See Lord Stratlicona 
Steamship Co. v. Dominion Coal Co., and the Werd- 
ennau rase already discussed” (p. 70S). 


Werderman v. Societe Generate d‘Electricite, 19 Ch. 
D. 24(5, compelled adherence by the sub-assignee of letters 
patent to the royalty provisions contained in the agree¬ 
ment of assignment between the patentee and his im¬ 
mediate assignees. The Waterson opinion commenting on 
this holding, says at page 708: 

“The gist of the decision in the Werderman case 
and in the prior case of DeMattos v. Gibson, 4 DeG. 
& J. 276, on which that decision largely rested, was 
that one who takes property with notice that it is to 
be used in a particular way receives it subject to some- 
thiuy resembling an equitable servitude.” (Italics 
ours.) 

DeMattos v. Gibson had declared the rule to be: 

“* * * where a man by gift or purchase acquires 
property from another with knowledge of a previous 
contract, lawfully and for a valuable consideration 
made by him with a third person, to use and employ 
the property for a particular purpose and in a speci¬ 
fied manner, the acquirer shall not to the material 
damage of the third person, in opposition to his con¬ 
tract and inconsistent with it, use the property in a 
manner not allowable to the giver or seller.” 

Lord Strathcona Steamship Co. v. Dominion Coal Co. 
Ltd., (192(>) A. C. 108, approving the doctrine of these two 
cases, held: 

“If a man acquires from another rights in a ship 
which is already under charter, with notice of rights 
which required the ship to be used for a particular 
purpose, and not inconsistently with it, then he ap¬ 
pears to be plainly in the position of a constructive 
trustee with obligations which a court of equity will 
not permit him to violate” (p. 125). 

Further authority may be derived from holdings in the 
latent field. Dickerson v. Tinting, 84 Fed. 192 (C. C. A. 
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8 , 1897) held that a notice prohibiting the sale ot' a certain 
drug within the United States attached to evci y par!- age 
of the article gave notice to all remote purchasers nd 
created an enforceable restriction. Likewise, in j ie- 
pendent Wireless Telegraph Com pang v. Radio Corpora¬ 
tion of America. 269 U. S. 439 (1925), the Supreme Court 
seems tacitly to have recognized the limiting effect of a 
label notifying users of amplifiers that the article could 
be used only for amateur and experimental purposes. At 
pages 461-2, the Court said: 

“The defendant * * * has bought the same ap¬ 
paratus with the lawful right to use it in the amateur 
and experimental field only. The apparatus thus 
bought bears a label with such a limitation on its use.” 

Xor do the cases cited by \Y. B. O. (\\. B. O. lliiet, 
pp. 9-16) in any wise affect the soundness of the forego¬ 
ing. These cases deal with price-fixing restrictions or 
“tying" agreements. As has been stated by this Court, 
the peculiar and restricted rationale of these cases is 

“that there is a policy forbidding the remote control 
of resale prices." [lUc-s/cru Electric C o. v. heneral 
Talking Pictures Carp., 91 F. (2d) 922, 929 (C. C. A. 
2, 1937). 1 

If the restriction be a reasonable one, not contrary to 
public policy and not designed to fix resale prices or en¬ 
force “tying” agreements, a servitude on the subsequent 
use of chattels or taking of personal property is enforce¬ 
able against a third person with notice of the agreement 
embodying the restriction. [See Stone, Equitable Lia¬ 
bilities of Strangers, 28 Col. L. Rev. 291, 310 (1928), 
Chaffee, Equitable Servitudes on Chattels, 41 llarv. L. Rev. 
945 (1928). 1 Thus, the District Court properly found that 
the restriction in the instant case did not constitute an 
unreasonable condition, did not unlawfully restrain trade, 
and was not contrary to public policy (Conclusion 3; 
1296-1297). 
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POINT IV. 

W. B. O. ha* competed unfairly with RCAM; it 
has violated no right of Whiteman’* except in it* use 
of record* made under the 1934 agreement. 

This is a test case. Hundreds of radio stations through¬ 
out the country are broadcasting phonograph records pur¬ 
chased at nominal cost and broadcast for advertising 
sponsors at phenomenal profit. Recorders have expended 
millions of dollars and the time, ingenuity, effort and 
labor of thousands of men and women in producing and 
perfecting phonograph records. Until recently, the entire 
industry staggered under the almost mortal blow delivered 
bv the advent of radio broadcasting. It has recouped 
some of its losses but faces the combined efforts of broad¬ 
casters who wish to purloin its product, displace the 
musician and yet reach a nationwide audience with adver¬ 
tisements for which its sponsors pay millions of dollars 
annually. Radio interests seek in state legislatures to 
emascuiate the effect of judicial determinations prevent¬ 
ing the free broadcast of phonograph records and other¬ 
wise attempt to guarantee the uncontrolled use thereof. 
Xow, they raise the transparent plea that the application 
to them of well settled equitable doctrines will foster 
monopoly. Yet, any broadcaster or anyone else with suffi¬ 
cient capital may engage in the phonograph record busi¬ 
ness [See 11 Air Law Rev. 29, 41-55 (1940)]. They deny 
that they compete unfairly by deliberately taking a “free 
ride” on the labor and inventiveness of the recorder (W. 
H. O. Brief, pp. 16-30). 

This nation-wide situation is exemplified by the activi¬ 
ties of AY. B. O. admitted and proved in this case. W. 
B. O.’s announcer, Block, stated that it is his typical and 
long-continued practice to intersperse the playing of rec¬ 
ords with comments, inflections and interpolations clearly 
designed to convey the impression that the orchestra or 


soloist whoso records are being played either were per¬ 
sonally |>resent in the studio or that the broadcast 
emanated from a hotel or restaurant where the orchestra 
was then engaged. Transcriptions ot typical broadcasts 
were played at the trial (Exs. 42-49; 1143) and, it this 
court desires, will he produced again. Stenographic re¬ 
ports of a few of Block’s broadcasts arc embodied in the 
Transcript (311-356). Block testified that time on his 
program is sold for $6100 per week for ihree hours daily 
(333-338) but IV. B. O.’s only contributions are the use 
of its facilities, the playing of records on phonographs 
and Block’s misleading announcements. Yet, Block glibly 
excused these practices on the ground that the public 
gets more enjoyment from imagination than reality (318). 
Equity, however, condemns such practices. 

(A) Tub ArnioarriKs Condemn \V. B. O.’s Activities 

The District Court readily found that all parties to 
this case were engaged in direct competition— i. e., “The 
business of selling entertainment to the public” (Findings 
73-76; 1280; W. B. 0. Brief, pp. 29-30). Moreover, e ven 
in the absence of such a finding, the authorities support 
the decree of the District Judge. 

The so-called “ticker” cases [ Board of Trade of the 
City of Chicago v. Christie drain if- Stock Co., 198 U. S. 
236 (1903); National Tel. News Co. v. Western Union Tel. 
Co., 119 Fed. 294 (C. C. A. 7, 1902); Illinois Commission 
Co. v. Cleveland Tel. Co., 119 Fed. 301 (C. C. A. 7, 1902)1 
have laid the groundwork for equitable protection of 
“pecuniary” rights in commercial enterprises. There de¬ 
fendants used news gathered by plaintiffs at great ex¬ 
pense and disseminated this product for profit in com¬ 
petition with plaintiff. The “ticket-scalper” cases [BiHer¬ 
man v. Louisville <£ N. B. Co., 207 U. S. 205 (1907); Penn¬ 
sylvania Co. v. Bay, 150 Fed. 770 (X. D. Ill. 1906); III. 
Cent. II. Co. v. Caffrey, 128 Fed. 770 (E. D. Mo. 1904); 
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Nashville C. & St. L. Ry. Co. v. McConnell, 82 Fed. 65 
(M. D. Tcim. 1897)1 similarly granted protection to a 
business from the unfair appropriation and use of its 
fruits by one who lmd not jeopardized investment or 
enterprise in its creation. The “trading stamp” cases 
[Sperry <£• Hutchinson Co. v. Mechanics’ Clothing Co., 128 
Fed. 800 (D. R. I. 1904); Same v. Louis Weber & Co., 161 
Fed. 219 (N. 1). Ill. 1908) | represent similar rationale ap¬ 
plied to prevent the appropriation and sale of cash bonus 
certificates to defeat the purpose for which they were 
issued. The seed of departure from the classical concept 
of unfair competition has been recognized as springing 
from these cases [Fonotipia Limited v. Bradley, 171 hod. 
951 (B. I). X. Y. 1909)1. 

Ultimate recognition of this principle is to be tound 
in the analogous case of International News Service v. 
Associated Press, 248 V. S. 215 (1918), whose facts have 
been stated earlier in this memorandum. News collected 
at great expense, ingenuity and labor, cannot be taken 
while it is fresh, and sold for commercial gain. This 
is unfair competition because, although the news agency 
may have no rights as against the public, it has rights 
against its competitor which seeks to purloin its stock in 
trade. It is but a short stop to Associated Press v. KVOS, 

80 F. (2d) 575 (C. C. A. 9,1935), reversed on jurisdictional 
grounds, 299 U. S. 269 (1936). There is contained pre¬ 
cise recognition that radio broadcasters are guilty of un¬ 
fair competition if they pirate news, gathered by and 
offered as the product of another’s business endeavors and 
disseminate it to their listeners without paying its creator 
or compiler. Uproar Co. v. National Broadcasting Co., 

81 F. (2d) 373 ((’. (’. A. 1, 1936), replete with applicable 
precedent, enjoined plaintiff from the reprint and sale 
of scripts prepared bv a comedian for use in connection 
with his employer’s radio advertisements. The court 
ordered the cessation of any activity “In any way which 
injures or interferes with the bemfits which the Texas 


('o. might derive from its advertising under its contracts 
with Wynn.” 

Twentieth Century Sporting Chib, Inc. v. Transradio 
Cress Service, Inc.. 165 Mise. 71 (N. Y. 1937) contains 
implicit recognition of the general principle of these 
cases, when, in enjoining a proposed radio rebroadcast ot 
an acc ant of a prize fight contemplated without the per¬ 
mission of the v)"oin, r, the court stated: 

“By appropriating or utilizing the whole or the 
substance of the plaintiffs' broadcast the defendants 
would be enabled to derive profits from the exhibition 
without having expended any time, labor and money 
for the presentation of such exhibition. It is to be 
borne in mind that this exhibition will only be possible 
as a result of an expenditure of considerable time, 
labor and money by the plaintiffs. The plaintiffs are 
entitled to look for recoupment through the grant of 
exclusive broadcasting privileges. They nave taken 
proper steps to retain these exclusive rights by selling 
tickets for admission to such exhibition, which tir.cets 
contain the following express contract: ‘This ticket 
is sold and purchased and if honored is to be honored 
upon the express agreement that no motion pictures 
of the contest herein referred to will be taken and 
no broadcasting thereof effected by the purchaser or 
holder of this ticket except ar may be authorized by 
the promoter’” (p. 73). 


Pittsburgh Athletic Co. v. KQV Broadcasting Co., 24 
F. Supp. 490 (W. D. Pa. 1938), an identical finding on al¬ 
most identical facts states: 

“The case of National Exhibition Company v. 
Tele-Flash, Inc. (D. C. S. D. N. Y 1936), 24 F. Supp. 
488, presents a case somewhat similar to the case at 
bar. However, we are unable to follow the court’s 
ruling, because we do not believe that the District 
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Judge correctly interpreted the law as to unfair 
competition as applicable to eases of this kind ’ (p. 
41)3). 

The attempted refutation of these eases (\V. B. O. 
Brief, pp. 17-25; Whiteman Brief, pp. 40-41) misses the 
mark. It is contended (a) that an essential element in 
unfair competition is “palming off” and (b) that relevant 
cases prevent the extension of equity’s protection to 
this situation because neither patent nor copyright is 
shown and the public interest will best be served by 
permitting W. B. (). to take a “tree ride on Re AM s 
labor and inventiveness. These contentions will not be 
considered. 

(i) “Palmhit) Off" I* -V"/ a Necessary Prerequisite to 
lit'AM's Equitable Itelief. 

Unfair competition is a misnomer since it compels an 
immediate association in the lawyer’s mind with trade 
mark and trade name cases. Perhaps, an unshackling 
of these traditional chains would be achieved if the body 
of relevant law were designated not “unfair competition” 
but “unfair methods of competition”. In any event, it is 
clear that 

“The right to equitable relief is not confined to 
eases in which one man is selling his goods as those 
of another” | Coca-Cola Co. v. Oltl Dominion Beverage, 
(’or/)., 271 Fed. (500, (504 ((’. ('. A. 4, 1921)1. 

And, the Supreme Court has directly refuted any con¬ 
trary contention in the International News case where 
it stated: 

“It is said that the elements of unfair competition 
are lacking because there is no attempt by the de¬ 
fendant to palm off its goods as those of the com¬ 
plainant, characteristic of the most familiar, it not 
the most typical, cases of unfair competition. 


]’i wc cannot concede that the right o equitable 
relief is coniine to that class of cases. In the 
present ca e the irauJ uron complainant’s rights is 
lno!'*’ direct and obvious” i"248 l . S. 21.), 241-2 
(11118) ]. 

Tims, it is dear that “palming oil” is not a prere(|iiisite 
to KCA.M’s equitable relief | Xints, I'nfair Competition 
(.id Kid. 1‘Kid), pp. 1-61, and the cases cited at pages 24 
and 2-") of W. I>. O.’s brief, although sound, are irrele¬ 
vant. 

(ii) The liilrnialioiial Sens Case Governs the Instant 
Sit mil in ii. 

\Y. B. O.’s argument that the Cheney, Millinery Guild, 
Auto-Lite and Kaeser cases compel it reversal ot the 
District Court's judgment is equally without merit 
(\Y. K. O. Brief, pp. 17-24). On their facts, these cases 
are distinguishable and hence irrelevant. 

In the Cheney. Millinery Guild and Auto-Lite cases 
this Court held that unpatented articles could he imi¬ 
tated with impunity. According to those decisions, any¬ 
one may purchase an KCAM phonograph record, play it 
many times, study the method in which the musical com¬ 
position is recorded, hire another orchestra to imitate 
note for note and bar for bar the recorded performance, 
and then on his own equipment and with his own ex¬ 
perts, record the selection. But, he may not purchase 
that HCAM record and physically use it to create a new 
master record | Fount i pia Limited v. Bradley, supra]. 
So, he may not purchase that record and use it for profit 
in broadcasting its contents to the very persons to whom 
PC’AM sells its records. This Court has specifically 
stated that “* * * a man’s property is limited to the 
chattels which embody his invention” (Cherny Bi .s. v. 
Doris Sill; Corporation, 3T) F. (2d) 27!*, 280), an« that 



* • the public interest is best served by limiting the 
protection alTorded an idea to the particular chattel in 
which it is embodied” (Millinery Creators’ Guild v. 
Federal Trade Commission, 10!) F. (2d) 175, 177). 
RCAM contends that such protection be afforded the 
chattels which embody its labor and inventiveness—its 
phonograph records. 

lit’AM does not urge that its methods of recording be 
protected in limbo. Hence, the inapplicability of the 
Kaeser and Affiliated Enterprise cases cited by AA. B. 0. 
Xor does it contend that the copyright law protects a 
title to any of its works ( Gotham Music and Atlas Mfg. 
Co. cases). It does not urge, as is apparent from the 
discussion above, that no one may imitate its records 
(Crump and Bamforth cases). It does, however, insist 
that its records cannot physically be used against their 
creator and that such use is an unfair method of com¬ 
petition which this Court, under well-defined equitable 
principles, will prevent. (International News Service v. 
Associated Press: Associated Press v. KVOS; Uproar 
Co. v. National Broadcasting Co.; Pittsburgh Athletic 
Co. v. KQI r Broadcasting Co.; Twentieth Century Sport¬ 
ing Club, Inc. v. Transradio Press Service, Inc., all 
supra.) 

(B) RCAM Has Bees Damaged by AA\ B. O.’s Actions. 

In line with the authorities cited by AY. B. 0. (AA 7 . B. O. 
Brief, pp. 25-2(5), RCAM, although seeking no award of 
money damages, proved that injury was suffered by it as 
a direct and proximate result of AA'. B. O.’s actions. 

Darnell testified, despite a general improvement in 
business conditions after the depression years (1231- 
1233), that record sales decreased as broadcasts increased 
('84). The constant repetition of musical selections over 
the air, played as in the instant case, at the request of 
listeners (104; 11!)), obviously sates the desire of the 
public for the recorded selection and for the artist. 


Samuel Talmk, a witness lor tlie defendant Whiteman, 
testified to the drastic effect of radio hroadeast of phono- 
S iaph records upon recording artists. Records embody- 
their performances when used hy radio stations such 
as^W. 15. O. create coinpelition with their “live” services. 
(«)lU-f>l‘J On cross examination, Tahak pointed to the 
very cr.u of the dim..., suffered hy Rt’AM as a result ot 
the radio broad, .ist of .Is records. Artists, he said, re¬ 
fused to record because ot this practic • (932-933). 

Fred Waring, nationally known orchestra leader, also 
called as a witness in behalf of Whiteman (Wo) stated 
that, although he had previously recorded for Rt’AM 
(<):>(!) he now refuses so to do because of the sell competi¬ 
tion engendered by radio broadcast of his recorded selec¬ 
tions (1)44-947). 

Lawrence Morris, RCAM’s Vico-lYcs.de. and Oencra 
Counsel (127) elaborated upon and showed tin general 
effect of the conditions touched upon by n .ahak and 
Waring. He named a few of the many outstanding ar¬ 
tists who have refused to contract with RCAM because 
thev fear the detrimental effect of promiscuous radio 
broadcast of their recorded renditions (609-610). Among 
these artists are Edgar Bergen, Shirley Temple, Arturo 
Toscanini, and Josef Hofmann (BIO). Indeed, he testi- 
lied, because of the extensive record broadcasts, the 
American Federation of Musicians, as of September 1.), 
ltltiS, raised the union scale for recording musicians 1 Id /< 
over' former rates (Bill-fill), the reason therefor being 
assigned to Mr. Morris by Mr. Joseph X. Meier, presi¬ 
dent of that labor organization during the course ot 
meetings (9.M-960), admittedly not attended by Tahak 
(1)29-030), who questioned the veracity ol Morris, a mem¬ 
ber of the Bar of this Court. 

W. B. O. infers from the fact that Ii> AM advertises its 
products hv radio, that radio broadcast universally aids 
the sale of records (W. B. <>. Brief, p. 27). The fallacy 
of such an argument is patent. There is obviously a 
,,,-eat difference between the controlled distribution ol 
samples of an advertiser’s wares, and an uncontrolled 



distribution of all of its wares. The evidence clearly 
shows that uncontrolled repetition of records sates the 
public’s desire for RCAM’s recorded musical selections 
since they can readily hear its records ad nauseam with¬ 
out the necessity of purchasing them. 

From the evidence, the District Court as the fact find¬ 
ing body properly found 

“The use of phonograph records tor radio broad¬ 
casting purposes is damaging to complainant s busi¬ 
ness because (a) it shortens the period during which 
records so used are saleable to the public; and (b) 
it deprives complainant of the opportunity to make 
recordings of the performances of certain of the popu¬ 
lar recording artists who object to such use of phono¬ 
graph records embodying their performances” (Find¬ 
ing 108; 1294-1205). 

POINT V. 

W. B. O. deliberately induced RCAM’S original 
purchaser and wholesaler to violate the terms of its 
agreement to sell records only for non-commercial use 
in homes. 

Despite the attempt to “whitewash" the actions of 
IV. II. 0. (W. B. O. Brief, pp. 4.1-4.')), the evidence clearly 
showed that Rt’AM exacted an agreement from its 
wholesale distributor, Bruno-Xew York, Inc., that the 
latter would resell records only for non-commercial use 
on phonographs in homes (Ex. 34; 1084-1085); W. B. O. 
knew of this agreement (Exs. 32, 33; 1076-1083; 103; 
118; 304); nevertheless, AY. B. O.’s representative, Block, 
acquired RCAM records each week from Bruno-New 
York, Inc. by special messenger (361-362); he did not 
pay retail prices for these records but got a discount 
(304); his payments were made through a retailer, (’om- 
modore Music Shop (363). The transparency of this 
arrangement, designed to violate evasively the agicement 
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IkM wren WCAM and Bnino-Xow York, Inc., was obvious 
to tin lli tric-t Court which concluded that \Y. B. O. laid 
“knowin )y and wilfully procured and induced Bruno- 
Xew Yc rk, Inc. to h’"n'>h the provisions of its agreement 
with eotnplainat * * ” (Conclusion IS: 1.10(5-1:307). 

Adopting the criteria laid down by tins court in Babbs- 
Merrill Co. v. Slraas, 147 Fed. li, 27 (C. C. A. 2, 1006), 
1JCAM has thus proved that AY. B. O. * persuaded 
* * * other persons to violate (the) contract with com¬ 
plainant”; that Bruno-Xew York, Inc..assented to 

the terms of the notice or agreed that .he absolute title 
acquired bv a sale should be converted into a qualified or 
restricted title”; and that \Y. B. O. “* * ’ purelne-ed their 
copies from purchasers from complainant . 


Such deliberate procurement of a breach ot contract 
has long been condemned 1 Landry v. (lye, 2 El. & Bl. 
21(i; Heath v. American Honk Co., !*7 Fed. (D. W. A a. 
IS!)!)); &'pern) <(’ Hutchinson Co. v. Mechanics Clothing 
Co., 12S Fed. SOt) (1). It. I. 15)04)1. Xor do the holdings 
of the Sonalogcn case, 22!) U. S. 1 (1 !)lo) and the 
Ayidlinaris Co., Hartman, Dr. Miles Medical Co. and 
/•Ahi/I (lasoline Cory, eases cited by AA. B. O. (A\. B. O. 
Brief, pp. 44-4.')), preve.it their instant application. As 
has been demonstrated (snyra. p. 2(5), these cases deal 
with the larger question ot public policy. 1 he\ out¬ 
lawed the price-fixing agreements contained in the eon- 
traets there involved. In the instant case, no public pol- 
iev is violated \(!cncral Talking Pictures Cory. v. West¬ 
ern Electric Co. Inc.. 204 V. S. 17.'). :«)'. !\ S. 124 (1D-BS) I- 
Consequently, the general principle, enunciated in eases 
such as IIYH* & Richardson Co. v. A rah am, 14(5 Fed. 
1!)0 (E. 1). X. Y., liioti), although inapplicable to price¬ 
fixing cases, remains in full force and effect and will 
be invoked to enjoin AY. B. O.’s deliberate inducement 
of Bruno-Xew York, Inc. to violate its agreement with 
IU'AM. 
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POINT VI. 

The District Court properly received evidence of 
and ruled upon the acts of W. B. O. which violated 
RCAM’S rights even though those acts were com¬ 
mitted after the bill of complaint was filed. 

W. B. O. and Whiteman both contend that their rights 
have been invaded because ROAM was permitted to intro¬ 
duce evidence of W. B. O.’s broadcasts of records which 
took place after the time when the bill of complaint was 
filed (W. B. 0. Brief, pp. 45-47; Whiteman Brief, p. 39). 
These are the facts. 

The bill of complaint herein stated, in paragraph 22 (32): 

“That as an important part of the radio programs 
of said station WNEW defendant, W. B. 0. Broad¬ 
casting Corporation, uses or causes to be used phono¬ 
graph records produced by complainant and/or its 
predecessors.” (Italics ours.) 

Thereafter, W. B. O. demanded a bill of particulars ve¬ 
il nesting that ROAM set forth license agreements concern¬ 
ing each and every selection Whiteman had recorded for 
ROAM. Whiteman had recorded almost four hundred 
selections for ROAM under the 1924, 1931 and 1934 agree¬ 
ments (156; 160-161). Obviously, it would have been a 
waste of time, energy and good paper to set forth each of 
these license agreements. License agreements ot the 
nine relevant Whiteman selections were set forth (Exs. 
B1-B9; 1172-1230). Perhaps, the language of the affidavit 
in opposition to the motion for a bill of particulars (82) 
was unfortunate; but, what is most important, W. B. O. 
did not rely upon if. 

ROAM then determined that it would introduce evidence 
of W. B. O.’s broadcasts of records embodying per¬ 
formances of ROAM artists other than Whiteman. This 


i' hud a perfect right to do under the pleadings above 
discussed. lienee, on Xovember 1, 1938, *».»' ivrcks be I ore 
the trial (1-1), HCAM requested that \\\ H. (). admit hav¬ 
ing bro deast certain additional designated records (Ha¬ 
ll,-,). a*. H. O., or v ' readier 14, 19.18, one mouth before 

the trial, made .ese a nissions. Presumably, it had some 
inkling of (he scope of Rl.'AM s prospective proof at the 
trial. It demanded no further hi!’.; for, indeed, it had all 
the information it desired. Its next move was to default 
at the trial (124). 

It is well established that equity will consider all evi¬ 
dence of relevant facts occurring down to the date ot 
trial a.al will grant relief accordingly 1.1 hnlison Are. 
Baptist Church V. The Baptist Church in Otic r Street, 
7:5 X. Y. 82 (1878); Pond v. Hiinroad. 139 X. Y. Ill, 120 
(ISOM); Sherman v. Foster, 17>8 X. 'i. <>87, <>9.3 (189!)); 
Bussell II. <('• /. .1/. Co. v. Utica I>. F. £ T. Co., 197) X Y. 
;,4 (1<k)9); Clerow v. Village of Libertg. 106 App. Div. 3<>7 
(1903); Baumann v. Cil/i of Sew 1 orl:. 180 App. Di\. 498 
(1917); Thompson v. Fort Miller Pulp <f Paper Co., Ill 
Misc. 477 (1920); DeMille v. Case)/. 117) Mi sc. 646 (1921) |. 
Xor does the fact that \Y. 13. O. elected to fail to defend 
at trial detract in any measure f"om the application ot 
this principle. (See Federal Hide 7>4 (('); Federal Rules of 
Civil Procedure and Proceedings of the American Bar 
Association Institute, p. 322: X. Y. C. P. A., * 479 (upon 
which Hide 7>4 (C) is based).| 

Consequently, the District Court properly received 
evidence of broadcasts subsequent to the date of the com¬ 
plaint and rightly included these broadcasts, admittedly 
representative of a general practice (37>1 -37>2), in the 
findings, conclusions, and judgment. 


:t!l 


CONCLUSION. 

The relief requested in RCAM’S main brief should 
be granted. 

Respectfully submitted, 

DAVID MACK AY, 
Solicitor for Complainant-Appellant 
mill Appellee , IK'A Manufacturing 
Com pa un, Inc. 


David Mackav, 
Lawdf.xck It. Mourns, 

.1 KltOMK II. Am.F.lt, 

Of Counsel. 
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Exhibit “A”. 

EXITED STATES OF AMERICA 
Fedkhal (Communications Commission 

Washington, D. C., January 3, 1939. 

1 hereby certify that the records of the Federal Com¬ 
munications Commission show that the first radio broad¬ 
casting station in the United States was licensed on Sep¬ 
tember 13, 1921, and further show that on the dates set 
forth below the following number of stations was licensed: 


December 

•11, 

1921- 

- 30 

June 

30, 

1922- 

-382 

June 

30, 

1923- 

-373 

June 

30, 

1924—330 

June 

30, 

1923- 

-371 

June 

30, 

1926- 

-328 

J line 

30, 

1927- 

-681 

J line 

30, 

192S—677 

June 

30, 

1929—606 

June 

30, 

1930- 

-618 

June 

30, 

1931- 

-612 

June 

30, 

1932—604 

J line 

30, 

1933- 

—398 

June 

30, 

1934—394 

June 

30, 

1933- 

-623 

June 

30, 

1936- 

-636 

J une 

30, 

1937- 

—704 

June 

•”>0, 

1938—743 


In witness wheiieof, I have hereunto set my hand and 
caused the seal of the Federal Communications Commis¬ 
sion to be affixed, this third day of January, 1939. 

(signed) T. J. SLOWIE 
Secretary. 

(Federal Communications Commission Seal Affixed) 


